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REMARKS 
CLAMl 

Claim I was rejected under 35 U,S,C. § 103(a) as being unpatentable over Will et 
al (U.S, Patent 5,825,353, hereinafter Will) in view of Frulla et al (U.S. Patent 6,424,357, 
hereinafter Frulla). 

Claim 1 provides a computer-readable medium for a handheld device. The device 
is capable of being held with one hand and has a button that is capable of being actuated by the 
hand that is holding the device. The computer-readable medium has computer-executable 
instructions for performing steps that include receiving an indication that a user has depressed the 
button and determining that the button has been depressed long enough to constitute a context 
menu gesture. A context menu is then displayed on the device in response to the context menu 
gesture. Displaying the context menu comprises determining that a window border is highlighted 
on the display before displaying the context menu and displaying a context menu comprising at 
least one command that is specifically relevant to the highlighted window border rather than 
another area within the window. The context menu is displayed while continuing to display and 
highlight at least a portion of the window. 

The amendments to claim 1 are supported on page 7, lines 4-14 and page 15, line 
14 to page 16, line 13. 

As amended, claim 1 is not shown or suggested in the combination of Will and 
Frulla because neither reference shows or suggests displaying a context menu that is specifically 
relevant to a highlighted window border rather than anotiier area within the window. 

As noted in the Office Action, Will does not determine that a window border is 
highlighted before displaying a context menu. As such, it is not capable of displaying a context 
menu comprising at least one command that is specifically relevant to a highlighted window 
border rather than another area within the window. Similarly, Frulla does not show or suggest 
displaying a context menu comprising at least one conunand that is specifically relevant to a 
highlighted window border rather than another area within the window. 
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As noted in Frulla in column 5, lines 35-42, an active window 37 is highlighted to 
show the user that keyboard and mouse inputs will be accepted by the program operating within 
the active window. However, Frulla does not show or suggest a context menu comprising at 
le^t one command that is specifically relevant to the highlighted window border rather than 
another area vrithin the window. Instead, in Frulla, the highlighting is only used to convey to the 
user which application window will receive commands. These commands are not shown or 
suggested as being specifically relevant to the highlighted window border rather than another 
area within the window. 

In addition, it would not be obvious to form a system that produces a context 
menu comprising at least one command that is specifically relevant to a highlighted window 
border rather than another area within the window based on the window highlighting in Frulla. 
In Frulla, the window is highlighted regardless of what other items may be highlighted within the 
window. As such, the higlilighting does not convey to the user that a context menu gesture will 
bring up a context menu for the highlighted window border instead of for some other area within 
the window. This would be frustrating to users since they would not be able to determine ahead 
of time whettier the context menu they want will appear when they make the context menu 
gesture. As a result, those skilled in the art would not use the window highlighting of Frulla to 
form the invention of claim 1. 

Since neither Will nor Frulla show or suggest displaying a context menu 
comprising at least one command that is specifically relevant to a highhghted window border 
rather than another area within the window, their combination does not show or suggest the 
invention of claim 1. 

CLAIMS 5^8 

Claim 5 was rejected under 35 U.S.C. §103(a) as being unpatentable over Will in 
view of Frulla. Claims 6-8 were rejected under 35 US.C. § 103(a) as being unpatentable over 
Will in view of Nelson et al (U.S. Patent 6,91 1,969, hereinafter Nelson) and fijrther in view of 
Frulla. 



-7- 



Independent claim 5 provides a method of producing a context menu on the 
display of a handheld device. The metfiod determines whether a user has manipulated a button 
on the handheld device to satisfy a context menu gesture requirement, A context menu is 
displayed if the context menu gesture requirement has been satisfied. Displaying the context 
menu involves determining that a window border on the display is highlighted before displaying 
the context menu and displaying a context menu comprising at least one command that can be 
applied to the highlighted window border rather than an area within the window while displaying 
at least part of the highlighted window. 

As noted above, neither Will nor Frulla show or suggest displaying a context 
menu comprising at least one command that can be applied to a highlighted window border 
rather than an area within the window. Similarly, Nelson does not show or suggest a context 
menu with at least one command that could be applied to a highlighted window border rather 
than an area within the window. As such, the combination of Will, Nelson and Frulla does not 
show or suggest the invention of claim 5 or claims 6-8 which depend therefix)m. 

CLAIMS HAND 12 

Claims 11 and 12 were rejected under 35 U.S.C. §103(a) as being unpatentable 
over Will in view of Nelson and further in view of Frulla. 

Claim 11 depends from claim 1 and includes an additional limitation wherein 
additional computer-executable instructions are provided for highlighting the window border 
based on a rotation of a button. Claim 12 depends from claim 5 and includes a ftirther limitation 
wherein the button may be rotated and wherein the method further comprises highlighting the 
window border based on a rotation of the button. 

Claims 11 and 12 are additionally patentable over Will, Nelson and Frulla. In 
particular, none of the cited references show or suggest the ability to highlight a window border 
based on the rotation of a button, hi the Office Action, FIGS. 3 and 4A and 4B and column 6, 
lines 30-65 of Will were recited as showing the limitations of claims 11 and 12. However, the 
cited sections make no mention of being able to highlight a border of a window by rotating a 
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Wheel. Although WUl states that the wheel may be used to highlight menu items, it does not 
show or suggest using a wheel to highlight a window border. 

Further, using the wheel to highlight a window border would not be consistent 
with Frulla, wherein the window border in Fmlla is highlighted at all times that the apphcation 
wmdow ^s active and accepting input fom the keyboard and mouse. As such, in Frulla the 
border of the window may be highlighted at the same time as other icons within the window In 
combmation with Will, Frulla would teach that the information within a window could be 
selected by rotating a wheel and thereby highlighting specific items within Hie window but that 
the border of the window could not be selected using the wheel. 

Since none of the cited references show or suggest highlighting a window border 
based on a rotation of a button, claims 11 and 12 are additionally patentable over the cited art. 

CQNCLUSTON 

Based on the above remarks, claims 1,5-8, II and 12 are patentable over the cited 
art. Reconsideration and allowance of the claims is respectfully requested. 

The Director is authorized to charge any fee deficiency required by this paper or 
credit any overpayment to Deposit Account No. 23-1 123. 

Respectfully submitted, 

WESTMAN, CHAMPLIN & KELLY, P.A. 



By: 



Theodore M. Magee, R^^No. 39,758 
900 Second Avenue South, Suite 1400 
Minneapolis, Minnesota 55402-3319 
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